
EXCLUSIVE TECHNOLOGY License Agreement

Introductory Note
This template is suitable for any exclusive technology license agreement, where the university licenses the technology to a commercial partner to be commercialised.

It is suitable where the subject matter of the license is:

1.
a patent, patent application, or intellectual property intended to be patented

2.
software, whether or not patented or intended to be patented

3.
know how

4.
any combination of the above.

This template is not suitable to license software to an end user.
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EXCLUSIVE TECHNOLOGY License Agreement

	THIS AGREEMENT is made on the
	
	day of 
	
	two thousand and [year] 



	BETWEEN


	* of *
 (“the University”
)



	AND
	* of *
 (“the Licensee”
)




BACKGROUND
A.

The University developed the Technology. 

B.

The University has agreed to grant a license to the Licensee to Commercialise the Technology, upon the terms of this Agreement.

THIS AGREEMENT PROVIDES
1.
PRELIMINARY
1.1
Definitions


In this Agreement:


Affiliate means any company, joint venture or partnership or other legal entity in which the Licensee directly or indirectly 

(a)
holds 50% or more of the shares or interest, or 

(b)
has the power to vote or control the voting of 50% or more of the number of votes which may be cast at any general or other meeting, or 

(c)
has the power to appoint a majority of directors or member of a governing body; or

(d)
has the power to direct the activities of such a company, joint venture or partnership or other legal entity


Commercialise means:

(a)
in relation to a product, to use, make, manufacture, have made or manufactured, sell, advertise, promote, distribute, hire, or otherwise dispose of the product, or to keep it for the purpose of doing any of those things


(b)
in relation to a method or process, to use the method or process or do any act referred to above in respect of a product resulting from such use

(c)

in relation to software, to:



(i)
use the software to provide services, or



(ii)
to grant end user licenses to end users of the software


Confidential Information: 

(a)
means a fact, data, an opinion, a secret, an idea, a process, a methodology, know how, a model, a formulation communicated by one party to another and at the time of communication identified as Confidential Information by the Discloser; and

(b)
includes copies of the Confidential Information, whether such copies are tangible copies, or stored by any electronic or computer assisted medium, including disk, diskette, or tape or stored in any other manner whatsoever;


Discloser means a party to this Agreement which discloses Confidential Information


Field
 means *


Improvement means 

(a)
all developments of, improvements to, additions to or alterations to the Technology (whether made before or after the date of this Agreement) 

(b)
made or contributed to by those of University’s employees who contributed to the Technology (but only whilst those University employees remain employed by the University),

(c)
which do not satisfy the requirements for the grant of a separate patent in the United States

IP means:
(a)
an invention or discovery; manner, method or process of manufacture; method or principle of construction; chemical composition or formulation; biological material; computer program; integrated circuit, circuit layout or semiconductor chip layout or design; plan, drawing or design; or scientific, technical or engineering information or document;

(b)
algorithms, concepts, ideas, methods, methodologies, including business methods
(c)
improvement, modification or development of any of the foregoing;

(d)
patent, application for a patent, right to apply for a patent or similar rights for or in respect of any of the foregoing;

(e)
trade secret, know-how, or right of secrecy or confidentiality in respect of any information or document;

(f)
copyright or other rights in the nature of copyright subsisting in any works
(g)
circuit layout rights

Know How means the information described in Schedule 2
 


Net Sales means: 

(a)
where Products are sold individually, and not as a component of a package of products: - the arm’s length invoice price for which Products are sold by the Licensee or any Affiliate:


(i)

less any tax or government charge levied on the sale, including all sales tax, goods and services tax, use and turnover taxes, import, export, and excise duties and taxes, customs duties, taxes, imposts and the like;


(ii)

but making allowance for Products returned for which credit is actually given,

(b)
where Products are sold as a component of a package of Products, and not individually: - the amount calculated in accordance with paragraph (a), but substituting “prevailing market” for “invoice”;

(c)
where Products are sold to a person that enjoys a favoured course of dealing with the Licensee or an Affiliate, the amount calculated in accordance with paragraph (a), but substituting “prevailing market” for “invoice”;


Patents mean:

(a)
patent application [number]
 filed on [date]
 and entitled [title]
;

(b)
all patent applications (including foreign applications) that are filed or may later be filed based on or corresponding to the application in (a);

(c)
all divisional and continuation, in whole or in part, applications and reissue applications based on any of the foregoing patent applications;

(d)
all issued and unexpired patents resulting from any application in (a), (b), or (c) above;

(e)
all issued and unexpired reissue, re-examination, renewal, or extension patents that may be based on any such patents;


Product means each product or service
(a)
the manufacture, use, provision, delivery or sale of which infringes, uses, or employs any part of the Technology or 


(b)
that is derived from the Technology 



Proposed Publication means:



(a)
a manuscript or abstract intended for publication; or



(b)
a paper or abstract intended to be orally presented; or


(c)
any poster presentation,



that relates to any matter concerning the Technology, or the Confidential Information;


Public Domain means the general store of knowledge that is known or generally available and ascertainable by members of the community;


Recipient means a party to this agreement to whom Confidential Information is disclosed;


Royalty Period means each consecutive period ending 31 March, 30 June, 30 September and 31 December each year


Software means the executable code of the computer program, called *
, excluding
 its source code


Student Thesis means a thesis by a student that is required to be examined to complete academic requirements for the making of an academic award, which refers to or contains any part of the Technology or Confidential Information

Sub-License Agreement means an agreement between the Licensee and a Sub-Licensee
Sub-Licensee means a person to whom the Licensee grants a sub-license to Commercialise the Technology

Sub-License Fees mean:

(a)
lump sum or other periodic money payments; and

(b)
royalty money payments,


which:


(c)
are received from a Sub-Licensee, or 


(d)
which a Sub-licensee was obliged to pay to the Licensee but was relieved from doing so: 

(i)
pursuant to any right of set-off (however arising), or

(ii)
for the purpose of meeting the Sub-licensee’s withholding tax obligations and in respect to which the Licensee receives a corresponding tax credit

Technology means:


(a)

the Patents and the IP encompassed in the Patents


(b)

the Software and the IP encompassed in the Software 


(c)

the Know How and the IP encompassed in the Know How

(d)

the IP arising under the research undertaken pursuant to a research agreement between the University and the Licensee made on or about the date of this Agreement


but excludes the copyright subsisting in a Student Thesis 


Territory means the whole world
.
1.2
Interpretation


(a)
A reference to a party to this Agreement includes a reference to that party's executor, administrator, heirs, successors, permitted assigns, guardian, and trustee in bankruptcy, all of whom, respectively, are bound by the provisions of this Agreement.

(b)
Headings in this Agreement are inserted for guidance only, and shall not affect the meaning and interpretation of the remaining provisions of this Agreement.

(c)
Words in this Agreement importing the singular number or plural number shall include the plural number and singular number respectively.

(d)
Words in this Agreement importing persons include all persons, entities and associations, including companies, trusts, bodies corporate, statutory bodies, partnerships, and joint venturers.

(e)
Where a word or phrase is given a particular meaning in this Agreement, other parts of speech and grammatical forms of that word or phrase have corresponding meanings.

(f)
Where a party to this Agreement is more than one person the covenants and obligations on their part contained in this Agreement are binding upon each of them jointly and severally.

(g)
The word “including” is not a word of limitation.

Choose between three versions of clause 2.
Version 1 where the subject matter of the license includes Patents, with or without other Technology, and it is intended to grant a license for the duration of the Patents

Version 2 where the subject matter of the license is Know How only, and no patents and no software is licensed 
Version 3 in any other case
Version 1
2.
TERM


The term of this Agreement in each country, is the period commencing upon the date of this Agreement, and ending:

(a)
where a Patent encompassing any of the Technology has been granted in that country – upon the expiration of the last to expire Patent granted in that country; or

(b)
where a Patent encompassing any of the Technology has not been granted in that country – upon the expiration of the last to expire Patent granted in any country; or

(c)
where no Patent encompassing any of the Technology has been granted in any country - upon the expiration of the period of 20 years from the date of this Agreement.

Version 2
2.
TERM


The term of this Agreement is the period commencing on the date of this Agreement and ending upon the earliest of the following dates:

(a)
that date which is * years from the date of this Agreement, and
(b)
that date when so much of the Know How has entered the public domain, other than as a result of disclosure by the Licensee, that the Know How has ceased to give to the Licensee any competitive advantage. 

Version 3
2.
TERM


(a)
The term of this Agreement is the period of *, commencing on the date of this Agreement.

(b)
The parties may by written agreement extend the term of this Agreement beyond that period.
3.
GRANT OF LICENSE

Choose between two versions of clause 3.1.
Version 1 Grant of License without a Field 

Version 2 Grant of License with a Field 

Version 1
3.1
Grant of license 

(a)
The University grants to the Licensee an exclusive license in the Territory to Commercialise the Technology.

(b)
The University grants to the Licensee a non-exclusive license in the Territory to use the Technology for research and development purposes.

Version 2
3.1
Grant of license in the Field

(a)
The University grants to the Licensee an exclusive license in the Territory to Commercialise the Technology in the Field.

(b)
The University grants to the Licensee a non-exclusive license in the Territory to use the Technology for research and development purposes in the Field.

(c)
The University retains the exclusive right to use the Technology outside the Field.

3.2
Separate agreements


This Agreement operates as a separate agreement in relation to:


(a)
each Patent in each country; and


(b)
such of the Technology that never becomes the subject of a Patent,

to the intent and purpose that if any law of any country allows either party to terminate this Agreement by reason of any Patent ceasing to be in force, and a party does so, that termination shall operate with respect to the Patent that ceased to be in force, without affecting the continued operation of this Agreement in relation to:

(c)
all remaining Patents, and


(d)
such of the Technology that never becomes the subject of a patent.

3.3
Recording of License

(a)
The Licensee may register particulars of the Licensee’s entitlement as licensee to an interest in the Patents, pursuant to this Agreement, in patent registers throughout the Territory.
(b)
The University must assist, at the Licensee’s expense, and consent to the application referred to in paragraph (a).

3.3
Technical assistance 

(a)
For up to 20 hours over a period of three months from the date of this Agreement, the University will provide technical assistance to the Licensee in relation to the Technology, without charge.

(b)
Any additional technical assistance that the Licensee may request may be provided by the University under the terms of a consultancy services agreement which the parties will negotiate in good faith, and at the University’s prevailing rates for the provision of consultancy services.

3.5
The University to communicate Improvements to the Licensee

The University must promptly disclose the Improvements to the Licensee.

Choose between two versions of clause 4.
Version 1: Where the Licensee may grant a sub-license without prior consent. 
Version 1: Where the Licensee requires prior consent to grant a sub-license. 
Version 1
4.
GRANT OF SUB-LICENSES WITHOUT CONSENT

The Licensee may grant a sub-license to any person to Commercialise the Technology without the University’s prior consent.

Version 2
4.
GRANT OF SUB-LICENSES WITH CONSENT
4.1
Grant of sub-licenses with prior written consent


The Licensee may grant a sub-license to any person to Commercialise the Technology with the prior written consent of the University, which the University shall not unreasonably withhold.

4.2
Information about sub-licensees and sub-licenses

(a)
The University may request information from the Licensee to enable it to decide whether to approve of a Sub-Licensee, including all reasonable information concerning the identity, structure, business activities, financial standing, and shareholding of a proposed Sub-Licensee, and the Licensee must use its best efforts to supply that information.

(b)
When seeking the prior written consent of the University to the grant of a Sub-License, the Licensee must provide to the University a copy of the proposed Sub-License Agreement.

4.3
Sub-License Fees


The Licensee must not receive from Sub-Licensees any consideration other than Sub-License Fees without the prior written approval of the University, which subject to agreement with the University upon the impact such consideration may have upon the University's royalties pursuant to this Agreement, the University must not unreasonably withhold.

4.4
Terms of Sub-Licences

(a)
The University acknowledges that the terms of a Sub-License Agreement are a matter for the Licensee to determine.

(b)
The Licensee must ensure that the terms, including financial terms of Sub-License Agreements are upon arms length commercial terms.

(c)
The Licensee must ensure that the terms of Sub-Licence Agreements are upon the reasonably best terms obtainable in the marketplace with respect to Sub-License Fees, and all other provisions.

(d)
The Licensee’s obligation pursuant to paragraphs (b) and (c) is unaffected by the existence or terms of any other contractual or other relationship between the Licensee and a sub-licensee

(e)
The Licensee must ensure that a Sub-License Agreement contains a term that the Sub-License Agreement terminates automatically upon the termination or expiration of this Agreement.

4.5
Provision of a copy of a Sub-License Agreement


The Licensee must:

(a)
upon execution of a Sub-License Agreement;

(b)
upon execution of an agreement varying a Sub-License Agreement, or effecting a variation of a Sub-License Agreement in any other way; and

(c)
upon receipt of a written request by the University, 

provide to the University:

(d) 
an executed copy of a Sub-License Agreement;

(e)
an executed copy of an agreement varying a Sub-License Agreement,

(f)
particulars of a variation of a Sub-License Agreement effected in any other way.

4.6
Variation of Sub-License Agreements


The Licensee must not vary the terms of any Sub-License Agreement without the prior written consent of the University, which the University must not unreasonably withhold.

5.
FINANCIAL TERMS

5.1
Up front payment
 


(a)
The Licensee must pay to the University an up front payment of $*
.


(b)
The University must provide an invoice to the Licensee for the amount referred to in paragraph (a).


(c)
The Licensee must pay that invoice within 14 days of the date of receipt of the invoice.

5.2
Milestone Payments
 

(a)
The Licensee must pay to the University the following amounts, in relation to each of the following milestones, whether those milestones are achieved by the Licensee, an Affiliate, or a Sub-Licensee 


	No
	Milestone
	$

	
	
	

	1. 
	

	


	2. 
	
	

	3. 
	
	


(b)
The Licensee will promptly notify the University in writing of each event referred to in paragraph (a) taking place.

(c)
Promptly after receiving the notification referred to in paragraph (c), or the University otherwise learning that an event referred to in paragraph (a) has taken place, the University shall provide to the Licensee an invoice for the payment due.

(d)
The Licensee must pay that invoice within 30 days of the date of receipt of the invoice.

5.3
Royalty Amount


The Licensee must pay to the University: 

(a)
a royalty of *
 per cent of the Net Sales of Products sold by the Licensee and its Affiliates;

(b)
a royalty of *
 per cent of Sub-Licence Fees received by the Licensee.

5.4
Royalty Advice and payment


Within 30 days of the last day of a Royalty Period the Licensee must send to the University:

(a)
a written statement stating: 

(i)
the quantities of the Products produced, sold, and in stock; and

(ii)
the gross prices for which quantities of the Products were sold; and

(iii)
Sub-License Fees received,


in the Royalty Period to which the statement relates; and

(b)
copies of all reports and advice from each Sub-Licensee indicating the quantities of each Sub-Licensee's sales in the relevant Royalty Periods; and

(c)
a written statement of the royalties payable for the Royalty Period to which the statement relates; and

(d)
payment of the royalty, by electronic bank transfer, to an account nominated in writing by the University.

5.5
Withholding Tax


If the Licensee is required to pay any withholding tax in respect of any royalties or payments due to the University, the Licensee may reduce the amount of royalties paid to the University by the amount of withholding tax paid by the Licensee if the Licensee provides copies of receipts to the University in relation to those payments.

5.6
Interest

(a)
If any amount due to be paid by the Licensee to the University pursuant to this Agreement is unpaid, the Licensee must pay interest on that amount:

(i)
where a due date for payment is mentioned in this agreement, commencing upon that due date for payment; and

(ii)
where a due date for payment is not mentioned in this agreement, commencing upon the expiration of seven days after the University serves upon the Licensee a written request for payment,




in each case until the date of actual payment.

(b)
The rate of interest payable by the Licensee shall be 18%.

6.
ACCOUNTS

6.1
Accounts to be maintained by the Licensee

The Licensee must keep, and must ensure that each Affiliate and Sub-Licensee keeps true and accurate accounts and records of:

(a)
the quantities of Product produced, sold, and in stock;

(b)
the gross sales price for which quantities of the Products are sold;

(c)
all other accounting, stock, ordering, purchasing invoicing, and delivery records in relation to the Products as are required by good accounting practice;

(d)
Sub-License Fees received due and received;

(e)
Sub-Licenses granted;

(f)
correspondence to and from Sub-Licensees;

(g)
documents relating in any manner to the business of Sub-Licensees.

6.2
Inspection of Accounts by the University
(a)
The University may at any time, at its expense, appoint a person to inspect the Licensee's or an Affiliate’s books and records maintained pursuant to clause 6.1.

(b)
A person producing to the Licensee a written notice of appointment signed on behalf of the University shall, without further enquiry be accepted by the Licensee as a person appointed for the purpose of paragraph (a).

(c)
A person producing a written notice of appointment referred to in paragraph (b) may inspect books and records only during the Licensee’s usual business hours, on providing at least seven days written notice.

(d)
The Licensee must: 

(i)
cooperate with a person producing the written notice of appointment referred to in paragraph (b);

(ii)
make available to that person all the books and records maintained pursuant to clause 6.1;

(iii)
give to that person all information and assistance that person may request; 

(iv)
permit that person to take photocopies or extracts from the books and records maintained pursuant to clause 6.1; and 

(v)
comply with all reasonable requests made by that person

6.3
Deficiency in amount of payment


If as a result of any inspection the University discovers any underpayment of the amounts required to be paid by the Licensee to the University pursuant to this Agreement and the underpayment exceeds 5% of the amount that should have been paid, the Licensee shall pay to the University all of the University’s costs incurred in relation to that inspection.

6.4
Inspection of Sub-Licensees’ Accounts by the Licensee

If the Licensee shall at any time appoint a person to inspect the books and records of a Sub-Licensee, the Licensee must:

(a)
inform the University that fact;

(b)
inform the University all matters known to the Licensee giving rise to the inspection, including the reasons for the inspection; and

(c)
inform the University the results of the inspection, including by providing to the University a copy of any report as to the results of the inspection.

7.
DILIGENCE OBLIGATIONS

Choose between two versions of clause 7.1.
Version 1: Where at the time of the License the Technology is market ready and the Licensee will not undertake research and development. 
Version 2: Where at the time of the License the Technology is not market ready and the Licensee will undertake research and development. 
Version 1
7.1
Licensee must Maximise Sales 


The Licensee must use its best endeavours to maximise the sales of the Products, promote the Products, and improve the reputation and goodwill of the Products in the market place.

Version 2
7.1
Licensee must develop Technology and Maximise Sales 


The Licensee must use its best endeavours to:

(a)
take the Technology to a state of development so that Products are ready for manufacture and sale at the reasonably earliest time; and

(b)
maximise the sales of the Products, promote the Products, and improve the reputation and goodwill of the Products in the market place.

7.2
Licensee must diligently commercialise


The Licensee must exercise at least the same level of diligence in the commercialisation of the Intellectual  Property as it presently uses or in the past has used with respect to it’s own commercially successful products, or that it might prudently be expected to use.

7.3
Licensee must achieve milestones
 

(a)
The Licensee must achieve the following milestones on or before the following dates:


	No
	Milestone
	Date

	
	
	

	1. 
	

	


	2. 
	
	

	3. 
	[add rows if needed]
	


(b)
The parties may agree in writing to an extension of the date by which a milestone must be achieved.

(c)
The failure to achieve a milestone shall entitle the University to give a notice under clause 17.1 and to terminate this agreement, but does not entitle the University to damages.



7.4
Licensee must expend minimum on research and development
 

(a)
The Licensee must expend the following minimum amounts upon research and development of the Technology, in the following years:


	No
	Year 
	Minimum expenditure 

	
	
	

	1. 
	

	


	2. 
	
	

	3. 
	[add rows if needed]
	


(b)
The University under clause 6 may also inspect the Licensee’s books and records in relation to its research and development expenditure.

(c)
The failure to expend a minimum amount referred to in paragraph (a), in the corresponding period, shall entitle the University to give a notice under clause 17.1 and to terminate this agreement, but does not entitle the University to damages.



7.5
Licensee must expend minimum on marketing
 

(a)
The Licensee must expend the following minimum amounts upon marketing Products, in the following years:


	No
	Year 
	Minimum expenditure 

	
	
	

	1. 
	

	


	2. 
	
	

	3. 
	[add rows if needed]
	


(b)
The University under clause 6 may also inspect the Licensee’s books and records in relation to its marketing expenditure.

(c)
The failure to expend a minimum amount referred to in paragraph (a), in the corresponding period, shall entitle the University to give a notice under clause 17.1 and to terminate this agreement, but does not entitle the University to damages.



7.6
Licensee must achieve minimum sales
 

(a)
The Licensee must achieve the following minimum sales of Products in the following periods:


	Country or Region 
	Period 
	Minimum Sales of Products

	
	
	

	

	

	


	
	
	

	[add rows if needed]
	
	


(b)
The parties may agree in writing to vary the minimum sales that must be achieved.

(c)
The failure to achieve a milestone shall entitle the University to give a notice under clause 17.1 and to terminate this agreement, but does not entitle the University to damages.


8.
GENERAL OBLIGATIONS OF LICENSEE

8.1
The Licensee must commercialise upon arm’s length terms


The Licensee must Commercialise the Technology upon arms length terms, including by ensuring that the price for which Products are sold is at an arm’s length price.

8.2
Regulatory Approvals


The Licensee must:

(a)
at its expense apply for and obtain all regulatory approvals, licences, permits and approvals from any government, government agency, or regulatory agency that may be required to Commercialise the Technology
(b)
notify the University of the making of each such application; and

(c)
notify the University of the result of each such application.

8.3
Use of Patent Numbers


The Licensee must ensure that the Products and the packaging of the Products includes a reference to the patent numbers that relate to that Product, where the absence of that reference in any manner detrimentally affects the rights conferred by the Patent.

8.4
Standard of manufacture


The Licensee must manufacture Products to a high standard of quality, and must comply with any standards set by any regulatory agency in relation to the manufacture of the Products.

8.5
Compliance with laws 


The Licensee must comply with all laws in relation to the Commercialisation of the Technology.

8.6
No misleading or deceptive conduct

The Licensee must not engage in any misleading or deceptive conduct or conduct likely to be misleading or deceptive in Commercialising the Technology
8.7
Reporting by the Licensee 


The Licensee must provide to the University a written report, no more frequently than once each calendar year, within two months of the University requesting the report, and must set out in the report:


(a)
the progress of research and development in relation to the Technology


(b)
the progress in Commercialising the Technology;


(c)
prospective grants of sub-licenses;


(d)
any other matter reasonably requested by the University.

9.
INTELLECTUAL PROPERTY
9.1
Ownership 


(a)
The parties acknowledge that:




(i)
the Technology (other than copyright in a student thesis) is the property of the University

(ii)
the copyright in any Student Thesis is owned by the student who is the author of the Student Thesis.


(b)
The Licensee must not: 

(i)
directly or indirectly contest or impair the University’s ownership or the University's rights in relation to the Technology;

(ii)
represent that it has any ownership interest in the Technology.

9.2
Notification of infringement


If either party shall learn or believe that:

(a)
any unauthorised person has come into possession of any part of the Technology;

(b)
any person has made any improper or unauthorised use of the Technology; or

(c)
any unauthorised person is doing any thing in contravention of rights that attach to and arise from the Technology,


that party must promptly report full particulars to the other.

9.3
Licensee chooses to take infringement proceedings


(a)
The parties acknowledge that the license in this Agreement being exclusive, that the Licensee has standing to conduct proceedings against an infringer, and accordingly, if the Licensee chooses to maintain proceedings against an infringer, the Licensee:
(i)
shall solely give all instructions to legal representatives; and
(ii)
shall solely be responsible for all legal fees and disbursements with respect to such proceedings.
(b)
The University must give to the Licensee any assistance that the Licensee may request in relation to those proceedings, at the Licensee’s expense.

(c)
From the damages or settlement received by the Licensee from such proceedings, the Licensee shall pay to the University an amount which represents the royalties that would have been payable by the Licensee to the University, on the amount of sales revenues in relation to which the Licensee’s damages or settlement have been assessed (as distinct from the amount of actual damages recovered).

9.4
Licensee chooses not to take infringement proceedings


If the Licensee elects not to institute proceedings against an infringer and the University wishes to do so: 

(a)
the Licensee must give to the University any assistance that the University may request in relation to those proceedings, at the University’s expense.

(b)
the University may solely give all instructions to legal representatives;

(c)
the University shall solely be responsible for all legal fees and disbursements with respect to such proceedings; and

(d)
the University shall solely take the benefit of any damages or other monies that accrue from those proceedings.

Delete both versions of clause 10 is the Technology does not include Patents

If the Technology does include Patents, choose between two versions of clause 10.
Version 1: The Licensee manages the prosecution of patents at its own expense. 
Version 2: The license being exclusive in a Field, the University manages the prosecution of patents and the Licensee reimburses a part of the patent expenses.
Version 1
10.
PATENTS 

10.1
What will be patented

(a)
The parties shall consult with each other as to what Technology should be patented.

(b)
The Licensee shall decide what Technology shall be patented, and the extent to which patents will be applied for and sought.

10.2
Patent Ownership


All applications for provisional patents and patents in relation to the Technology will be owned by, and in the name of the University.

10.3
Patent Applications


(a)
All applications for provisional patents and patents in relation to the Technology will be made by the Licensee at the Licensee’s expense. 

(b)
The Licensee must authorise its patent attorneys to provide to the University copies of all documents and correspondence relating to all patent applications concerning the Technology. 

(c)
The Licensee must keep the University informed of all progress in relation to all patent applications concerning the Technology.

10.4
Patent to be maintained


The Licensee shall decide which patents shall be maintained, and in respect to which what patent maintenance expenses shall be incurred.

10.5
Licensee declines to patent



If: 

(a)
the Licensee does not wish to patent any particular Technology, or wishes to discontinue paying any expenses in relation to any particular Technology, and

(b)
the University does wish to patent that Technology, or to continue to pay those expenses, and

(c)
the University proceeds to do so solely at its own expense,


the Technology in that patent application, and all corresponding patent applications and granted patents shall no longer be subject to the provisions of this Agreement and the Licensee shall have no rights in relation to that Technology.

Version 2
10.
PATENTS 

10.1
What will be patented

(a)
The parties will regularly consult with each other in relation to all matters concerning the prosecution of patents in relation to the Technology.

(b)
Subject to paragraph (c), the University shall make all decisions with respect to the prosecution of patents in relation to the Technology, having regard to the views of the Licensee, and any other licensee outside the Field.

(c)
The University must not agree to any reduction in the scope of the claims in a patent application, if to do so would be prejudicial to the Licensee’s interests in the Field, without the Licensee’s prior written consent.

10.2
Patent Ownership

(a)
All applications for provisional patents and patents in relation to the Technology will be in the name of the University.


(b)
All patents in relation to the Technology will be owned by the University.

10.3
Patent Applications

All applications for provisional patents and patents in relation to the Technology will be made by the University. 

10.4
Patents to be maintained

(a)
The parties will regularly consult with each other in relation to all matters concerning the maintenance of Patents.

(b)
Subject to paragraph (c), the University shall decide which Patents shall be maintained, and in respect to which what patent maintenance expenses shall be incurred.

(c)
The University must not fail to maintain a Patent, if to do so would be prejudicial to the Licensee’s interests in the Field, without the Licensee’s prior written consent.

10.5
Patent expenses 


Until the University shall grant an exclusive license outside the Field to any person, the Licensee shall reimburse to the University all expenses incurred by the University in the prosecution and maintenance of patents in relation to the Technology.

10.6
Future patent expenses if more than one licensee 


If the University grants exclusive licenses to other persons to Commercialise the Technology outside the Field, then from the date of the grant of that license, the Licensee will only pay to the University the following proportion of patent expenses for the prosecution and maintenance of patents in relation to the Technology incurred after that date:









1









n


where “n” is the number of exclusive licenses granted by the University in relation to the Technology inside and outside the Field, including the license granted by this Agreement, that are subsisting at the time that the expense is incurred.

10.7
Invoice and payment 


The University shall provide to the Licensee an invoice for patent prosecution and maintenance expenses, or the Licensee’s proportion of those expenses, and the Licensee must pay invoices within 30 days of the date of receipt of the invoice.

10.8
Recovery of past patent expenses if more than one licensee 


(a)
The University shall promptly notify the Licensee of granting an exclusive license outside the Field.

(b)
In relation to the first license granted by the University outside the Field, the University must refund to the License 50% of all past patent application and maintenance expenses paid by the Licensee, as at the date that the refund is made.

(c)
In relation to each subsequent license granted by the University outside the Field (if any), the University must refund to the License a further amount so that the unrefunded amounts for all past patent application and maintenance expenses paid by the Licensee as at the date that the refund is made is 
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where “n” is the number of exclusive licenses granted by the University in relation to the Technology inside and outside the Field, including the license granted by this Agreement, that are subsisting at the time that the expense is incurred.

10.9
Invoice and refund 


The Licensee shall provide to the University an invoice for any amount due to the Licensee under clause 10.8, and the University must pay invoices within 30 days of the date of receipt of the invoice.

11.
CONFIDENTIAL INFORMATION

11.1
Ownership of Confidential Information 


The Confidential Information is the property of the Discloser.

11.2
Use of Confidential Information 


A Recipient must use the Confidential Information solely for the purpose for which it was disclosed, and for no other purpose whatsoever, without the prior written consent of the Discloser, which the Discloser shall be at liberty to give or to decline to give in its unfettered and uncontrolled discretion.

11.3
Non Disclosure of Confidential Information 


A Recipient must keep the Confidential Information secret and confidential, and must not, disclose, communicate, or otherwise make known to any person any part of the Confidential Information without the prior written consent of the Discloser, which the Discloser shall be at liberty to give or to decline to give in its unfettered and uncontrolled discretion.

11.4
Relief to Recipient


The Recipient shall be relieved from the Recipient's obligations contained in clauses 11.2 and 11.3 in respect to any Confidential Information which:

(a)
the Recipient can show was in the possession of the Recipient as at the date of the disclosure and that it was not already known subject to an obligation of confidentiality; or

(b)
becomes part of the Public Domain otherwise than by a breach of this Agreement; or

(c)
the Recipient can show was received in good faith from a person:

(i)
who is not a party to this Agreement; and

(ii)

who did not receive the Confidential Information from the Discloser or any person in respect to whom the Discloser can trace the provision of the Confidential Information originating with it.

11.5
Damages inadequate 


The Recipient acknowledges that:

(a)
damages may be an inadequate remedy to the Discloser in the event of any breach of clause 11.2 or 11.3 occurring, and that only injunctive relief or some other equitable remedy might be adequate to properly protect the interests of the Discloser; and

(b)
the Discloser would not have entered into this Agreement but for the acknowledgment made by the Recipient in paragraph (a).

11.6
Disclosure to directors and employees

(a)
The Recipient may disclose the Confidential Information to such of its directors and employees as is necessary to enable the Recipient to fully take advantage of the Confidential Information for the purposes of this Agreement.

(b)
The Recipient warrants that each person to whom the Recipient is permitted to disclose the Confidential Information, before such disclosure is made, is subject to contractual or other duties of confidentiality to the Recipient at least to the extent imposed upon the Recipient pursuant to this Agreement.

(c)
The Discloser may require that no Confidential Information be disclosed to a director or employee of the Recipient unless that person enters into a confidentiality undertaking upon such terms as the Discloser shall reasonably require.

11.7
Disclosure for Commercialisation

(a)
The Licensee may, without the prior written consent of the University, disclose Confidential Information for the purpose of exercising its rights pursuant to this Agreement.

(b)
The Licensee must ensure that its disclosure of Confidential Information pursuant to paragraph (a) is upon such terms, or is restricted to such an extent as:



(i)
protects the Confidential Information from unauthorised or improper use or disclosure



(ii)
does not prejudice any possible future patent application in relation to what is to be disclosed.

11.8
Infringement of confidentiality


If the Recipient shall learn or believe that:

(a)
any unauthorised person has come into possession of any part of the Confidential Information;

(b)
any person has made any improper or unauthorised use of the Confidential Information; or

(c)
any unauthorised person is doing any thing in contravention of rights that attach to and arise from the Confidential Information,


the Recipient must immediately report full particulars to the Discloser, and must provide to the Discloser all assistance and information it may request with respect to that information.

11.9
Public Statements 



Neither party may make any public or media statement concerning this Agreement without the consent of the other party.

11.10
Survival of obligations 


The termination of this Agreement shall not affect each party’s obligations in this Agreement relating to the Confidential Information of the other set out in clauses 11.1 to 11.11.
12.
PUBLICATIONS

12.1
Publications to be provided to the Licensee

The University must serve upon the Licensee a copy of any Proposed Publication.

12.2
The Licensee may object to publication


The Licensee may, within 30 days of a Proposed Publication being served upon it, object to the publication of the Proposed Publication.

12.3
When the University may authorise publication


The University may publish or authorise the publication of a Proposed Publication if:

(a)
the contents of the Proposed Publication is the subject of a patent that has issued; or

(b)
the contents of the Proposed Publication is the subject of an application for a patent or provisional patent that has been lodged; or

(c)
the Proposed Publication was served upon the Licensee in accordance with clause 12.1, and the Licensee informs the University that it does not object to its publication; or 

(d)
the Proposed Publication was served upon the Licensee in accordance with clause 12.1, but the Licensee did not object to publication within the time required by clause 12.2; or

(e)
the Proposed Publication was served upon the Licensee in accordance with clause 12.1, the Licensee objects to publication within the time required by clause 12.2, and a period of six calendar months elapses from the date of the Licensee’s objection. 

12.4
Patent Applications


If clause 12.3(e) applies, the parties will use their reasonable efforts to ensure that the contents of a Proposed Publication is protected by the lodging of a provisional patent application within the time mentioned in that clause.

12.5
Student Thesis


A Student Thesis shall be a Proposed Publication, and shall be dealt with in accordance with clauses 12.1 to 12.4.

12.6
Examination of Student Thesis

(a)
Within the time mentioned in clause 12.2, the Licensee may notify the University that it requires any examination of a Student Thesis to be undertaken by examiners bound by obligations of confidentiality.

(b)
If the Licensee does not notify the University that it requires any examination of a Student Thesis to be undertaken by examiners bound by obligations of confidentiality, the University may permit:

(i)
the examination of the Student Thesis; and

(ii)
the deposit of the Student Thesis in any library.

(c)
If the Licensee notifies the University that it requires any examination of a Student Thesis to be undertaken by examiners bound by obligations of confidentiality, the University must ensure that:

(i)
the examination of the Student Thesis is undertaken by examiners who are bound by obligations of confidentiality; and

(ii)
the deposit of the Student Thesis in any library is deferred until one of the events in clause 12.3 occurs.

12.7
Proposed Publications and the Licensee’s Confidential Information 


A Proposed Publication and a Student Thesis must not contain any Confidential Information originating with the Licensee.

13.
INSURANCE 

13.1
The Licensee to take out insurance


(a)
Before the Licensee Commercialises the Technology or sells any Product, the Licensee must take out a product liability policy of insurance covering: 

(i)
all usual risks covered by such policies; 

(ii)
any loss or damage or injury of any kind whatsoever and howsoever caused to any person or property; and

(iii)
special, direct, indirect or consequential, including consequential financial loss suffered by any person



arising out of the Commercialisation of the Technology, and the use of the Products, for an amount not less than $10,000,000.00 per claim or such other reasonable amount as the University shall from time to time notify the Licensee.


(b)
Before a Sub-Licensee Commercialises the Technology or sells any Product, the Licensee must ensure that the Sub-Licensee takes out a product liability policy of insurance covering: 

(i)
all usual risks covered by such policies; 

(ii)
any loss or damage or injury of any kind whatsoever and howsoever caused to any person or property; and

(iii)
special, direct, indirect or consequential, including consequential financial loss suffered by any person

`
arising out of the Commercialisation of the Technology, and the use of the Products, for an amount not less than $10,000,000.00 per claim or such other reasonable amount as the University shall from time to time notify the Licensee.

13.2
The Licensee to take out No Fault Compensation Clinical Trial Insurance


Before the Licensee or a Sub-Licensee commences any clinical trial in relation to the Technology, the Licensee must take out, or must ensure that any Sub-Licensee takes out a no fault compensation clinical trial policy of insurance covering:

(a)
all usual risks covered by such policies; and

(b)
any loss or damage or injury or death; and

(c)
special, direct, indirect or consequential, including consequential financial loss suffered by any such person,


arising out of the clinical trial, for an amount not less than $5,000,000.00 per claim or such other reasonable amount as the University shall from time to time notify the Licensee.

13.3
The Licensee to maintain insurance


The Licensee must maintain the insurance policy referred to in clauses 13.1 and 13.2 until that date which is seven years from the date of the last sale of a Product. 

13.4
The Licensee to provide a copy of insurance


The Licensee must upon being required to do so by the University, produce to the University for the University's inspection the insurance policy referred to in clause 13.1 or 13.2, or a certificate of currency issued by the insurer in respect to such insurance.

13.5
The University may insure if the Licensee fails to insure


If the Licensee fails to keep current the insurance policies required pursuant to clauses 13.1 and 13.2, the University may effect those insurances, and to recover from the Licensee all the University's expenses of doing so.

14.
WARRANTIES

14.1
Commercialisation is uncertain


The Licensee acknowledges the fundamental uncertainty with respect to the Commercialisation of new technology.

14.2
Warranties by the University

The University makes the warranties in Schedule 1.

14.3
Acknowledgments 


Each party acknowledges that:

(a)
except for such warranties on the part of the University as are expressly set out in this Agreement there are no other terms or warranties binding upon the University or between the University and the Licensee;

(b)
The University has not made, nor has any person on behalf of the University made any term, warranty, undertaking, or understanding whatsoever that is not expressly set out in this Agreement;

(c)
to the full extent permitted by law, there are no statutory warranties binding upon the University; and

(d)
no representation or promise of any description, not expressly included in this Agreement, was made before this Agreement was entered into.

14.4
No other warranties


The Licensee acknowledges that the University has not made and does not make any warranty or representation whatsoever as to: 

(a)
the safety of the Technology or of the Products

(b)
the Commercialisation of the Technology or of the Products;

(c)
the marketability of the Technology or of the Products;

(d)
the profits or revenues that may result from the Commercialisation of the Technology or of the Products;

(e)
the Commercialisation prospects or success of any part of the Technology or of the Products

(f)
whether any patent application may be granted, or granted with the claims sought, or any reduced claims

(g)
whether any patent granted may be declared invalid or cease to be registered.

15.
RELEASE AND INDEMNITY

15.1
Release

(a)
The Licensee releases the University its officers, employees, sub-contractors and agents from and against all actions, claims, proceedings or demands and in respect of any loss, death, injury, illness or damage arising out of the Commercialisation or use of the Technology, or any products derived from the Technology.

(b)
To the full extent permitted by law, the University its officers, employees, sub-contractors and agents will not be liable to the Licensee for any special, indirect or consequential damages, including consequential financial loss arising out of the Commercialisation or use of the Technology, or any products derived from the Technology.

15.2
Release and confidentiality


Clause 15.1 does not apply in relation to any breach by the University its officers, employees, sub-contractors or agents of any obligation of confidentiality in this Agreement.
15.3
Indemnity 

(a)
The Licensee indemnifies and shall continue to indemnify the University its officers, employees, sub-contractors and agents from and against all actions, claims, proceedings or demands (including those brought by third parties) which may be brought against it or them, whether on their own or jointly, in respect of any loss, death, injury, illness or damage arising out of the Commercialisation or use of the Technology, or any products derived from the Technology.

(b)
The obligation to indemnify the University and its officers, employees, sub-contractors and agents set out in paragraph (a) is a continuing obligation separate and independent of other obligations, and shall survive the expiration or termination of this Agreement.

16.
DISPUTE RESOLUTION

16.1
When this clause applies

(a)
A party to this Agreement must not commence legal proceedings against another party to this Agreement, unless that party wishing to commence proceedings has complied with clauses 16.2 to 16.5.

(b)
Clauses 16.2 to 16.5 shall not apply where a party seeks urgent interlocutory or equitable relief from a Court.

16.2
Notice of dispute


When a party claims that a dispute has arisen under this Agreement, that party must serve written notice of that dispute to each other party.

16.3
Appointment of representative

(a)
Following the notification of a dispute pursuant to clause 16.2, the parties must each within three days appoint a representative to resolve the dispute.

(b)
The representative appointed pursuant to paragraph (a) must have authority to resolve the dispute in all respects, and to bind the party the person represents to any resolution of the dispute.

(c)
The representatives appointed pursuant to paragraph (a) must use their best endeavours to resolve the dispute.

16.4
Mechanism for resolution of dispute

(a)
If a dispute has not been resolved within 10 days of the first notification of the dispute, or such further period as the parties or the representatives appointed pursuant to clause 16.3 shall allow, those representatives must use their best endeavours to reach agreement upon a mechanism for the resolution of the dispute.

(b)
The mechanism for resolution of a dispute for the purposes of paragraph (a) may include, but need not necessarily be: further negotiations, mediation, conciliation, arbitration, litigation, and expert determination.

(c)
The agreement upon a mechanism for the resolution of a dispute pursuant to paragraph (a) must include agreement with respect to such of the following as are applicable:

(i)
a timetable for the taking of all necessary steps relating to the mechanism;

(ii)
a procedure for the selection of any person to be appointed to act as a mediator, conciliator, or arbitrator;

(iii)
that person's remuneration; and

(iv)
who shall be responsible for the payment of that remuneration.

16.5
Commencement of legal proceedings


If:

(a)
the parties have not reached agreement upon a mechanism for the resolution of a dispute within 15 days after the notification of the dispute or any additional period agreed upon pursuant to clause 16.4(a); or

(b)
any party (other than the party notifying the dispute) shall fail to observe the timetable referred to in clause 16.4(c), or

(c)
the mechanism for the resolution of the dispute does not resolve the dispute,


any party may commence proceedings in any court of competent jurisdiction in relation to that dispute.

17.
TERMINATION

17.1
Termination for default 


If:

(a)
one party is in default of any obligation contained in this Agreement;

(b)
that default has continued for not less than 14 days;

(c)
the non defaulting party serves upon the defaulting party notice in writing requiring the default to be remedied within 30 days of the date of such notice, or such greater number of days as the non defaulting party may in its discretion allow; and

(d)
the defaulting party shall have failed to comply with the notice referred to in paragraph (c).

the non defaulting party may immediately terminate this Agreement by notice in writing to the defaulting party.

17.2
Termination for event of default


If an Event of Default shall occur the non-defaulting party may by notice in writing terminate this Agreement immediately.

17.3
Events of Default


For the purposes of this Agreement, each of the following shall be an Event of Default:

(a)
if the Licensee shall assign, sub-contract, or transfer any of its rights or obligations pursuant to this Agreement, without the prior written consent of the University;

(b)
the grant by the Licensee of a sub-license without the prior written consent of the University;

(c)
if the Licensee exercises any of the rights licensed outside the Territory;

(d)
if the Licensee exercises any of the rights licensed outside the Field;

(e)
if a party becomes insolvent or subject to administration or liquidation.

17.4
Termination does not affect prior rights or obligations or accrued rights

(a)
The termination of this Agreement by any party shall not relieve the other party from performing all obligations which:



(i)
fell due to be performed before the effective termination of this Agreement; or



(ii)
fall due to be performed as a result of that termination.

(b)
The termination of this Agreement will not affect any rights which accrue to any party before the termination, or which arise connected with the termination, which are preserved.

18.
TERMINATION AND CONFIDENTIAL INFORMATION

18.1
Return of confidential information


Immediately upon the termination of this Agreement, however that arises, unless the parties shall enter into a further Agreement in respect to the Confidential Information, the Recipient must immediately upon being so requested in writing by the Discloser, deliver to the Discloser:

(a)
all Confidential Information in its possession;

(b)
all Confidential Information which it has provided to any other person;

(c)
all notes, memoranda, correspondence, reports, summaries, and all other matters or things brought into existence by the party which in any manner refers to any part of the Confidential Information; and

(d)
all notes, memoranda, correspondence, reports, summaries, and all other matters or things brought into existence by any person which in any manner refers to any part of the Confidential Information.

18.2
Destruction of confidential Information

(a)
Any part of the Confidential Information which cannot conveniently be returned to the Discloser by the Recipient must be completely destroyed in that manner that the Discloser directs.

(b)
The Discloser shall be entitled to appoint a person to oversee and verify the performance by the Recipient of its obligations pursuant to paragraph (a).

(c)
Upon the performance by the Recipient of its obligations contained in paragraph (a), the Recipient must certify in writing to the Discloser that performance has been completed.

(d)
The certificate provided by the Recipient to the Discloser pursuant to paragraph (c) is agreed by the parties to be a warranty by the Recipient that the Recipient has performed all the Recipient's obligations contained in paragraph (a).

19.
SERVICE OF NOTICES

19.1
Manner of Service of Notices


Any notice to be given or served by one party upon the other pursuant to this Agreement shall be sufficiently served if:


(a)
sent by pre-paid post to the office of the party appearing upon this Agreement,  or to the address of the party last known to the party serving such notice;

(b)
sent by facsimile transmission; or

(c)
delivered personally to the party or the party's address appearing upon this Agreement, or to the address of the party last known to the party serving notice.

19.2
When service by post is effective


Where service is effected by prepaid post, service shall be deemed to have taken place two business days after the document to be served has been placed in a postal receptacle, and the document shall be deemed to have been received by the addressee on the day that it is deemed to have been served.

19.3
When service by facsimile transmission is effective


Where service is effected by facsimile transmission, service shall be deemed to have taken place upon the completion of that transmission if the sender’s facsimile machine produces a written report confirming the completion of a successful transmission of all pages in the notice, to the recipient’s facsimile machine.

19.4
When personal service is effected


Where service is effected personally, service shall be deemed to have taken place at the time of actual delivery.

20.
GENERAL

20.1
No Assignment by or sub-contracting by the Licensee

The Licensee must not assign, sub-contract, or transfer, any of its rights or obligations in this Agreement to any person, without the prior consent in writing of the University, which the University must not unreasonably withhold.

20.2
Relationship between the parties

(a)
The relationship between the parties is that of licensor and licensee, and nothing shall be construed or interpreted to make one party the agent, partner, joint venturer or representative of the other.

(b)
Neither party may at any time, without the prior written consent of the other act as or represent that it is the agent, partner, joint venturer or representative of the other. 

20.3
Further Assurance


Each party must on demand by another party perform all such acts and execute all such agreements, assurances and other documents and instruments as that party reasonably requires either to perfect the rights and powers afforded, created or intended to be afforded or created by this Agreement or to give full force and effect to, or facilitate the performance of, the transactions provided for in this Agreement.

20.4
Counterparts 


This Agreement may be executed in separate counterparts, and all those counterparts together constitute one agreement.

20.5
Legal Costs


Each party shall be responsible for its own legal fees and costs in connection with the preparation, negotiation and execution of this Agreement.

20.6
Warranty of Authority


Where this Agreement is signed by a person for and on behalf of a party to this Agreement, that person: 

(a)
warrants that the person is the authorised agent of that party with express authority to enter into and sign this Agreement for and on behalf of that party, and thereby to bind that party to the obligations upon that party contained in this Agreement; and

(b)
acknowledges that the other party to this Agreement would not have entered into this Agreement but for the warranty of authority contained in paragraph (a).

20.7
Whole Agreement


The parties acknowledge that solely in relation to the subject matter of this Agreement: 

(a)
this Agreement merges all discussions between the parties, up to the date of this Agreement;

(b)
the whole of the agreement between the parties is contained in this Agreement; and 

(c)
there are no agreements, understandings, other terms whether express or implied, or collateral agreements in force or effect between the parties that are not contained in this Agreement. 

20.8
Variations


No variation to this Agreement shall be binding upon the parties unless that variation is in writing, and is signed by all the parties to this Agreement.

20.9
Waiver 

(a)
No failure or delay of any party to exercise any right given pursuant to this Agreement or to insist on strict compliance by any other party of any obligation in this Agreement shall constitute a waiver of any party's rights to demand exact compliance with the terms of this Agreement.  

(b)
Waiver by any party of any particular default by any other party shall not affect or prejudice each party's right in respect of any prior or subsequent default of the same or of a different nature.  

(c)
Any delay or omission by any party to exercise any right arising from any default shall not affect or prejudice that party's right in respect to such a default or any subsequent default or the continuance of any default.

(d)
Any waiver shall be an effective waiver only if the waiver is expressly set out in writing and signed by the party making the waiver.

20.10
Applicable Law

(a)
The parties agree that this Agreement is made and entered into in *
.

(b)
The parties agree to submit themselves to the non-exclusive jurisdiction of the laws in force for the time being in *.

20.11
Severance 


If it is held by a court that:

(a)
any part of this Agreement is or would be void, voidable, illegal or unenforceable; or

(b)
the application of any part of this Agreement to any person or circumstances shall be or become invalid or unenforceable


unless any part of this Agreement were severed from this Agreement, that part shall be severable and shall not affect the continued operation of the remaining terms of this Agreement.

SIGNATURES OF PARTIES

	SIGNED

for The University
in the presence of
	)

)

)

)
	_________________________________

Signature

_________________________________

Signatory print full name

_________________________________

Signature of witness

_________________________________

Witness print full name



	SIGNED

for THE LICENSEE
in the presence of
	)

)

)

)
	_________________________________

Signature

_________________________________

Signatory print full name

_________________________________

Signature of witness

_________________________________

Witness print full name




SCHEDULE 1: WARRANTIES

1.
Warranties in relation to Patents


In relation to such of the Technology as includes Patents the University warrants to the Licensee that as at the date of this Agreement, to the best of its actual knowledge:

(a)
the University solely owns that Technology both legally and beneficially;

(b)
the use of that Technology does not infringe any patent or other intellectual property rights of any person.

2.
Warranties in relation to copyright
 

In relation to such of the Technology as includes copyright the University warrants to the Licensee that as at the date of this Agreement:

(a)
the copyright is original

(b)
the University solely owns that Technology both legally and beneficially;

(c)
the use of that Technology does not infringe the copyright of any person.

3.
Warranties in relation to Know How


In relation to such of the Technology as includes Know How the University warrants to the Licensee that as at the date of this Agreement:

(a)
the University solely owns that Technology both legally and beneficially;

(b)
the use of that Technology does not infringe any patent or other intellectual property rights of any person;

4.
Other warranties 

The University warrants to the Licensee that as at the date of this Agreement:

(a)
the Technology is not encumbered, mortgaged, or charged  in any way, nor subject to any lien;

(b)
there is no litigation pending in respect to the Technology, and there is no claim or demand that has been received from any person in relation to the Technology

(c)
no license or right of any type whatsoever has been granted in respect of the Technology by the University.

SCHEDULE 2: KNOW HOW

Fully describe the Know How that is licensed.
� Insert the name and address of the University.


� Consider replacing all locations of “the University” with the licensor’s abbreviated name


� Insert the name and address of the licensee.


� Consider replacing all locations of “the Company” with the licensee’s abbreviated name


� If the Technology does not include software, delete (c), (i) and (ii)


� Accurately describe the Field in which the Licensee can Commercialise the Technology. If the license is granted without a Field restriction, remove this definition.


� Delete definition if the license does not include Know How


� Insert patent application number


� Insert date of filing of the patent application


� Insert title of patent application


� Delete definition if the license does not include a patent or a patent application


� Insert name of the computer program


� If applicable, change “excluding” to “including”


� Delete definition if the license does not include software


� Delete (a) if the license does not include a patent or a patent application 


� Delete (b) if the license does not include software 


� Delete (c) if the license does not include Know How


� Delete (d) if it is not applicable


� If not a worldwide license, amend to refer to the countries or regions to be licensed


� Delete clause 3.2 if the license does not include a patent or a patent application.


� Delete clause 5.1 if there is no up front payment.


� Insert the amount of the up front payment.


� Delete clause 5.2 if there are no milestone payments.


� Insert the milestones the achievement of which trigger the obligation to make the corresponding milestone payment.


� Insert the amount of the milestone payment.


� Insert royalty rate for Products sold


� Insert royalty rate for Sub-License Fees received.


� Delete clause 7.3 if there are no milestones to be achieved.


� Insert the milestones that must be achieved.


� Insert the date by which each milestone must be achieved.


� Delete last 8 words if the right to damages for failing to achieve a milestone is to be preserved.


� Delete clause 7.4 if no minimum expenditure on research and development has been agreed.


� Insert year.


� Insert the required minimum expenditure in the corresponding year.


� Delete last 8 words if the right to damages for failing to achieve a milestone is to be preserved.


� Delete clause 7.5 if no minimum expenditure on marketing has been agreed.


� Insert year.


� Insert the required minimum expenditure in the corresponding year.


� Delete last 8 words if the right to damages for failing to achieve a milestone is to be preserved.


� Delete clause 7.6 if there are no minimum sales to be achieved.


� Insert the relevant countries or regions where minimum sales must be achieved.


� Insert the periods of minimum sales.


� Insert the minimum sales to be achieved in each corresponding country or region, for the corresponding periods.


� Delete last 8 words if the right to damages for failing to achieve minimum sales is to be preserved.


� Delete paragraph (a) if at the time of the License the Technology is market ready and the Licensee will not undertake research and development.


� Delete paragraph (c) if Version 1 of clause 4 was selected (Sub-licenses can be granted without the University’s prior consent)


� Customise these phrases to refer to applicable insolvency terms in your own country.


� Insert the state, province or country that the parties agree to be the governing law for this Agreement.


� Delete if not applicable


� Delete if not applicable


� Delete if not applicable


� Delete this Schedule if no Know How is licensed.






